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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 50-53, 58 and 59 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Chishti et al (647151 1) in view of Chishti et al (5975893). Chishti 

(51 1) shows modeling a first position, column 5, lines 13-15, modeling a desired second 

position, column 5, line 23 and performing a finite element analysis there between, 

column 5, lines 19-25. Chishti (511) shows using intermediate positions, and therefore, 

does not show using only the original and final positions. Chishti (893) teaches that one 

or more of the intermediate appliances can be skipped, column 5, lines 1-7. It would be 

obvious to one of ordinary skill in the art to modify Chishti (511) to skip intermediate 

positions as shown by Chishti (893) in order to reduce costs. To not include any 

intermediate steps is an obvious matter of choice in the number of intermediate steps 

that are skipped to the skilled artisan. Further, the present disclosure teaches using 

intermediate steps, therefore, there is no criticality to only using the original and final 

positions. As to claim 51 , to calculate from final to original positions is merely an 

obvious matter of choice in the starting point of known calculations to the skilled artisan. 

As to claim 52, see the use of appliances at column 2, lines 12-15 and column 5, line 

17. As to claim 58, Chishti (51 1) teaches using materials and tissue. The specific 
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tissue used is an obvious matter of choice in using known parameters that affect the 
forces on teeth. As to claim 59, Chishti (511) shows using a display, however, does not 
specifically state the information that is displayed. The specific information displayed is 
an obvious matter of choice in the information that it is desired to communicate. 

Claims 54-57 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chishti et al (647151 1) in view of Chishti et al (5975893) as applied to claim 50 above, 
and further in view of Chishti et al (2001/0002310). The above combination shows the 
steps as described above, however, does not show the use of vectors. Chishti (310) 
teaches using vectors, see paragraphs 162-165. It would be obvious to one of ordinary 
skill in the art to modify the above combination to include the use of vectors as shown 
by Chishti (310) in order to use known analysis techniques to obtain the desired results. 

Claims 60, 61, 66-69 and 103-106 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chishti et al (6471511). Chishti (511) shows modeling a first 
position, column 5, lines 13-15, modeling a desired second position, column 5, line 23 
and performing a finite element analysis there between, column 5, lines 19-25. Chishti 
does not state using contact pairs during finite element analysis. It is well known that 
forces are applied directly through contact points, therefore, any teaching of evaluating 
forces on teeth inherently suggests considering the areas where the forces are to be 
transferred, and as such, would be obvious to one of ordinary skill in the art. As to claim 
61 , to calculate from final to original positions is merely an obvious matter of choice in 
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the starting point of known calculations to the skilled artisan. As to claim 68, Chishti 
(51 1) teaches using materials and tissue. The specific tissue used is an obvious matter 
of choice in using known parameters that affect the forces on teeth. As to claim 69, 
Chishti (51 1) shows using a display, however, does not specifically state the information 
that is displayed. The specific information displayed is an obvious matter of choice in 
the information that it is desired to communicate. 

Claims 62-65 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chishti et al (6471 51 1) as applied to claim 60 above, and further in view of Chishti et al 
(2001/0002310). Chishti (51 1) shows the steps as described above, however, does not 
show the use of vectors. Chishti (310) teaches using vectors, see paragraphs 162-165. 
It would be obvious to one of ordinary skill in the art to modify Chishti (51 1) to include 
the use of vectors as shown by Chishti (310) in order to use known analysis techniques 
to obtain the desired results. Chishti (51 1) shows using intermediate positions, and 
therefore, does not show using only the original and final positions. Chishti (893) 
teaches that one or more of the intermediate appliances can be skipped, column 5, lines 
1-7. It would be obvious to one of ordinary skill in the art to modify Chishti (51 1) to skip 
intermediate positions as shown by Chishti (893) in order to reduce costs. To not 
include any intermediate steps is an obvious matter of choice in the number of 
intermediate steps that are skipped to the skilled artisan. Further, the present 
disclosure teaches using intermediate steps, therefore, there is no criticality to only 
using the original and final positions. As to claim 65, to calculate from final to original 
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positions is merely an obvious matter of choice in the starting point of known 
calculations to the skilled artisan. 

Claims 70-102 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chishti et al (647151 1) in view of Chishti et al (2001/0002310). Chishti (511) shows 
modeling a first position, column 5, lines 13-15, modeling a desired second position, 
column 5, line 23 and performing a finite element analysis there between, column 5, 
lines 19-25. Chishti (51 1) does not show choosing from existing appliances. Chishti 
(310) teaches selecting from a library of attachments, paragraph [0141]. It would be 
obvious to one of ordinary skill in the art to modify Chishti (51 1) to include selected from 
stored appliances as shown by Chishti (310) in order to better select the desired 
appliances to apply the desired forces. Chishti (51 1) shows using a display, however, 
does not specifically state the elements displayed. The specific information displayed is 
an obvious matter of choice in the information that it is desired to communicate. To not 
choose appliances that have an undesired effect is an obvious matter of choice in the 
selection of the appliances to obtain the desired results. To use stresses and strains in 
a finite element calculation is well known and would be obvious to one of ordinary skill in 
the art. As to claims 74 and 85, to calculate from final to original or second to original 
positions is merely an obvious matter of choice in the starting point of known 
calculations to the skilled artisan. As to claim 75, the specific order of evaluating the 
forces on the different elements is an obvious matter of choice in the order of known 
steps to one of ordinary skill in the art. 
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Response to Arguments 

Applicant's arguments filed January 8, 2007 have been fully considered but they 
are not persuasive. As stated before, Chishti (893) does not teach eliminating all 
intermediate steps, however, the reference does teach that one of ordinary skill in the 
art can choose to eliminate intermediate steps depending on the patient, and thus 
teaches, as is well known in the orthodontic art, that the practitioner chooses the 
number of steps needed to move the teeth to the desired location in view of the patient's 
situation. Combining this art known level of skill with Chishti (51 1) is proper and 
obvious. The examiner's assertion that using one step, that is only form the original to 
final positions, would be an obvious matter of choice in view of the above teaching 
addressed the specific claim language and is proper. Applicant argues that the holding 
of non-criticality of eliminating some or all of the intermediate steps is immaterial to what 
Chishti (893) and (51 1) show. It is held that the non-criticality is material to the holding 
of obviousness because, in view of no disclosed criticality, the specific number of steps 
that are eliminated or used would be within the purview of a skilled artisan. The 
statement of Chishti (893), column 3, lines 31-45, cited by applicant, teaches that the 
system will comprise at least one intermediate appliance teaches the disclosed 
invention, however, it does not teach that finite element analysis would not work if no 
intermediate appliance were used. The patent teaches that the analysis is can be done 
from one appliance to the next, and one of ordinary skill in the art would realize that it 
would work if applied to initial and intermediate appliances as well as initial to a final 
appliance. With respect to holding of obvious to include contact pairs when calculating 
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forces through finite element analysis, it is noted that Chishti (51 1) teaches braces 
including brackets and archwires, column 2, lines 1-15. One of ordinary skill in the art 
would understand that any method used to calculate movement of teeth without 
including the forces generated by contact of the archwire with the bracket slots would 
fail, and as such, to include such forces would have been obvious. With respect to using 
subsets, the selection of appliance for a library taught by Chishti (310) inherently and 
obviously involves selecting a subset from the library. Using brackets in sets is well 
known in the art. Organizing these sets into subsets is merely a matter of choice in 
grouping known elements to the skilled artisan. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 


Application/Control Number: 10/777,840 Page 8 

Art Unit: 3732 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Wilson whose telephone number is 571-272- 
4722). The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cris Rodriguez, can be reached at 571-272-4964. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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